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DETAILED ACTION 



1 . USPTO has received Election filed on January 22, 2009. Applicant's Election of 
Group III, Claims 6-10 is traversed with remarks on page 1. The traversal is based on the 
ground(s) that it would not place an undue burden to search and examine the non-elected Group I 
(Claims 1 and 3-5) and Group II (Claim 2) with the elected Group III since they are so closely 
related in the field of vulcanized fluororubber. This is not found persuasive because each of 
Groups I, II and III is each drawn to a technology apparently requiring search in different 
classification area. In the instant case, Groups I, and II was each drawn to different vulcanized 
fluororubber which comprises obviously different mixture, while Groups III was drawn to 
different subject matter such as a cushion material. 



2. The subject matter from each group may comprise the same or at least similar type 
fluororubber, the involved composition along with function and application are indeed quite 
different. Attention is directed to the fact that Group I uses a mixture of two different raw 
fluororubbers (A) and (B), while Group II only uses only one raw fluororubber. Group III 
relates to an article made through a hot-press process. They are thereby not interchangeable 
vulcanized fluororubbers. Therefore the scope of the claims, i.e., the metes and boundaries are 
distinct. 
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The requirement is still deemed proper and is therefore made FINAL. This Application is 
a 371/PCT/JP04/06843 with a Japanese priority at June 9, 2003. Applicants' Pre- Amendment 
and four IDS (1 page each) have been filed so far. With such a pre-amendment, Claims 3-6 
and 9-10 are amended to only remove the improper multiple claim dependency, while no claim is 
cancelled or added. Claims 1-10 with two independent claims (Claims 1 and 2) are now 
pending, while non-elected Claims 1 and 3-5 (Group I) and Claim 2 (Group II) are withdrawn 
from consideration. An action follows. See international search report in Applicants' priority 
paper WO 2004/108819 Al to Yoshida) 

Claim Objections 

3. Claims 1 and 2 are objected to because of the following informalities: 

(a) On Claim 1 at line 2, the language as "an appropriate amount" is improper since it 
is unclear what the actual number is. It needs to be changed with more solid statement according 
to MPEP. 

(b) On Claims 1 and 2, rewriting claims for more clarification is suggested. Examiner 
suggests using the format similar to the one used in paragraph # 5. Otherwise, the ordinary skill 
in the art may be confused. 

Claim Rejections - 35 USC §103 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. The limitation of parent Claim 6 in present invention relates to a hot-press cushion 
material, which is provided with the vulcanized fluororubber according to independent Claim 1. 

Said vulcanized fluoro rubber is provided by vulcanizing a composition comprising three 
or four components including (A), (B), (b) and optional (c): 

(a) 100 parts by mass of " mixture " in which a raw fluoro rubber (A) in which an 
appropriate amount of vulcanizing agent has been previously compounded and a raw fluoro 
rubber (B) in which the vulcanizing agent is not compounded are mixed at a rate of 8/2 to 3/7, 
wherein number average molecular weight of each of said raw fluororubber (A) and said raw 
fluororubber (B) is 3.5 x 10 4 to 2.0 x 105. 
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(b) 1 to 10 parts by mass of an acid acceptor and 

(c) Oto 5 parts by mass of " another" compounding agent . 
See other limitations of dependent Claims 7-10. 

6. Claims 6-10 are rejected under 35 U.S.C. 103(a) as being obvious over Tanaka et al. 
(US 6,391,460 Bl), Kenichi et al. (JP 2001-192482) and Yasuhisa et al. (JP 07-026052) in 
combination or alone, in view of a combination of Sonoi ct al. (US 5,446,081 or its equivalent JP 
61 16464) and Blenner et al. (US 4,394,205). 

Regarding "hot-press cushion material" of parent Claim 6, it is made by using a 
vulcanized fluororubber (as disclosed in Claim 1), which is provided by vulcanizing a 
composition comprising a mixture of three or four components including fluororubber (A), 
fluororubber (B), acid acceptor (b) and compounding agent (c) while the use of (c) is 
optional . The critical point is that the starting fluororubber (A) has been pre-compounded 
with vulcanizing agent, while the starting fluororubber (B) is not pre-compounded with any 
vulcanizing agent . Open language "comprising" is applied to the composition of Claim 1 . 

7. Three references including Tanaka, Kenichi and Yasuhisa in combination or alone has 
disclosed and/or suggested a process for producing a hot-press cushioning pad by using a 
vulcanized fluororubber composition for compounding/blending. Said composition is 
fundamentally comprising at least three components including: (a) a vulcanized fluororubber, 
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(b) an acid acceptor (such as magnesium oxide or calcium hydroxide), and (c) "other" type 
compounding agent (such as plasticizer and the like). 

8. To be specific, see Tanaka at title; abstract; Table 1 at columns 5-6; particularly see 
fluororubber is pre-vulcanized by polyol vulcanizing agent; column 5, line 1-13; column 6, line 
58-59. See Kenichi at title; abstract; particularly see fluororubber is pre-vulcanized by polyol 
vulcanizing agent. See Yasuhisa at title; abstract; particularly see fluororubber is pre- 
vulcanized or pre-crosslinked by polyol vulcanizing agent. 

9. Therefore, Tanaka, Kenichi and Yasuhisa in combination or alone is silent about a 
combination of two things including: (A) adding a starting fluororubber (B) is not pre- 
compounded with any vulcanizing agent , and (B) the motivation along with its advantage 
why do so. A combination of Sonoi and Blenner has taught these two subject matters at the 
same time as: Two (different type) fluororubbers such as unvulcanized fluororubber/ 
vulcanized fluororubber or solid fluororubber/liquid fluororubber can be bonded and 
compounded together. By doing so, the vulcanized final composite/blend becomes low 
hardness (such as JIS A hardness), which is very good property for cushion purpose. See 
Sonoi at title; abstract; see Blenner at abstract; column 1, line 9-11 and 33-40 for the composite 
advantage. 



10. In light of two facts including: (A) all involving references are dealing with working up 
the vulcanized fluororubber composition, and (B) the addition of other type fluororubber 
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including unvulcanized fluororubber will improve the low hardness (such as JIS A hardness, 
which is very good property for cushion purpose), one having ordinary skill in the art would 
therefore have found it obvious to modify Tanaka, Kenichi or Yasuhisa's process of making 
vulcanized fluororubber composition to be useful for hot-press cushion by specifically adding 
other type fluororubber including unvulcanized fluororubber so as to be together with pre- 
vulcanized fluororubber as taught by a combination of Sonoi and Blenner. At least two 
advantages are obtained by including such an extra step. For instance, the vulcanized final 
composite/blend becomes low hardness (such as JIS A hardness), which is very good property 
for cushion purpose. Better and effective process of making cushion product may be thereby 
obtained. 

1 1 . Regarding Claims 7-10, the disclosure of Tanaka at column 4, line 1 1 -24 reads on all the 
limitations of Claims 7-10. To be specific, see lines 12 and 24 for releasing treatment on the 
surface of the layers (Claim 10). See lamination treatment being between multiple layers at line 
16 (Claims 7-8). See one or more layers are formed by woven fabric, paper, film, foil and the 
like materials at lines 13-21 (Claim 8). 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. The following references relate to a hot-press cushion material provided with the 
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vulcanized fluororubber, which is provided by vulcanizing a composition comprising three or 
four components including (A), (B), (b) and optional (c) as specified: 

US 7,018,705 B2 to Nakatani et al. only discloses the preparation of some multiplayer 
circuit boards by using some cured and uncured thermosetting resins with lamination . See 

column 2, line 42-60; column 10, line 33-41. The claimed vulcanized fluororubber composition 
as well as to be useful as cushion are not disclosed or suggested. Therefore, Nakatani fails to 
teach or fairly suggest the hot-press cushion composition limitation of present application. 

13. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Dr. Henry S. Hu whose telephone number is (571) 272-1103 . The 

examiner can be reached on Monday through Friday from 9:00 AM -5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Vasu Jagannathan, can be reached on (57 1 ) 272- 1119. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300 for all regular 
communications . 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see <http://pair-direct.uspto.gov> . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Peter D. Mulcahy/ 

Primary Examiner, Art Unit 1796 

/Henry S. Hu/ 
Examiner, Art Unit 1796 

May 6, 2009 



